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DETAILED ACTION 



1. 



Claims 13-36 are presented for examination. 



Allowable Subject Matter 

2. Claims 30-3 1 and 35-36 are allowed. Reason of allowance can be found in the previous 
office action. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S. C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

4. The effective filing date for the subject matter defined in the pending claims which have 
support in parent JP 1 1-32141 1 in this application is 1 1/1 1/1999. Any new subject mater defined 
in the claims not previously disclosed in parent JP 1 1-32141 1, is entitled to the effective filing 
date of 07/18/2000. 

5. Should applicant desire to obtain the benefit of foreign priority under 35 U.S. C. 1 19(a)- 
(d) prior to declaration of an interference, a translation of the foreign application should be 
submitted under 37 CFR 1.55 in reply to this action. 



Claim Rejections - 35 USC § 103 
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6. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 13-15 and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toyoda et al (Toyoda), US 5,812,278, in view of RFC2305 - "A Simple Mode of Facsimile 
Using Internet MAIL" (RFC2305) published in March 1998. 

8. As per claim 13, Toyoda taught the invention substantially as claimed including an image 
receiving apparatus comprising: a receiver configured to receive an e-mail with data attached, via 
a computer network (col. 3, lines 20-23); and a controller configured to convert the attached data 
into image data; the controller further being configured to judge whether or not the received e- 
mail is an error mail, the error mail being related to an e-mail transmitted by the image receiving 
apparatus based on whether or not a header of the received e-mail includes a predetermined 
character string (col. 6, lines 38-46, lines 57-61, col. 7, lines 52-63). 

9. Toyoda did not expressly teach the predetermined character string being related to a 
sender of the error mail. Toyoda suggested exploration of art and/or provided a reason to modify 
the image apparatus with the predetermined character string being related to a sender of the error 
mail (col.6, lines 57-61, col.7, lines 52-63). RFC 2305 disclosed teachings of judging the 
received e-mail based on whether or not a header of the e-mail includes a predetermined 
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character string, the predetermined character string being related to a sender of the error mail 
(Sections 2.2. 1, 5. 1, 5.2. 1, 5.2.2). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify the image receiving apparatus of Toyoda with the 
teachings of RFC 2305 to include the sender judging feature in order to maintain interoperability 
with Internet mail (Section 5.1) since any security to be provide should be part of the Internet 
security infrastructure (Section 5.1). In addition, parsing the sender to determine the mail status 
would also help save resources since unnecessary processing or error or failure mails consume 
resources and therefore undesirable (Section 5.2.2 paragraphs 1-2). 

10. As per claim 14, Toyoda and RFC 2305 taught the invention substantially as claimed in 
claim 13. Toyoda further taught the image receiving apparatus further comprise a printer 
configured to print the image data, wherein the controller, when an error mail is detected, 
abstracts predetermined information from the e-mail, and converts the abstracted predetermined 
information into image data, and the printer prints the converted image data (col.l, lines 43-61, 
col. 19, lines 24-50, col.20, lines 3-52). 

11. As per claim 1 5, Toyoda and RFC 2305 taught the invention substantially as claimed in 
claim 13. Toyoda further taught the image receiving apparatus to further comprise a printer 
configured to print image data, where in the controller, when an error mail is detected, abstracts 
predetermined information from the e-mail, edits the abstracted predetermined information, and 
converts the edited information into image data, and the printer prints the converted image data 
(col.l, lines 43-61, col. 19, lines 24-50, 57-61, col.20, lines 3-52). 
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12. As per claims 20-22, the method corresponds directly to the image receiving apparatus of 
claims 13-15, and thus these claims are rejected with the same rationale. 

13. Claims 16-19, 23-27 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toyoda et al (Toyoda), US 5,812,278, in view of Praitis et al (Praitis), US 6,594,697 and 
Mori, US 6,417,930. 

14. As per claims 16, Toyoda taught the invention substantially as claimed including an 
image receiving apparatus receiving an e-mail, the e-mail including a header and a body, the 
body including a message, the message including an image data part (figs. 6-7), the image 
receiving apparatus comprising: a receiver configured to receive an e-mail with data attached, via 
a computer network (col.3, lines 20-23); and a controller configured to convert the attached data 
to image data (col. 1, lines 42-61); and the controller further being configured to search for a 
predetermined information, and to judge that the received e-mail is an error mail being related to 
an e-mail transmitted by the image receiving apparatus, the error mail being related to an e-mail 
transmitted by the image receiving apparatus, when the predetermined information is detected 
(col.6, lines 38-46, 57-61, col.7, lines 52-63). 

15. Toyoda did not expressly teach for a predetermined image data fixed code in the image 
data part of the e-mail of the body of e-mail and to judge that the received e-mail is an error mail 
when the predetermined image data fixed code is detected. Toyoda suggested exploration of art 
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and/or provided a reason to modify the image receiving apparatus with the searching of signature 
code in a multi-part mail structure (fig.7, col. 13, lines 20-25, col.2, lines 5-1 1). Praitis taught a 
controller for searching a predetermined data code in the data part of the electronic message and 
to judge that the received message is an error message, the electronic message being related to a 
message request transmitted by the receiving apparatus, when the predetermined data code is 
detected (abstract, figs. 2-3, 5-7, col.9, lines 10-22, 34-51). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the apparatus of Toyoda 
with the teachings of Praitis to include the searching of data code in an electronic message 
structure in order to provide a more efficient method of identify the related error since the server 
often create a returned message response having error information in the header and in the body 
of the message (Praitis, col.9, lines 18-22). Toyoda and Praitis did not expressly teach a 
multi/part structure electronic message having a predetermined data fixed code. Mori taught a 
network facsimile apparatus having a receiver configured to receive e-mails and a controller fro 
searching a predetermined image data fixed code [boundary code] in the image data part of the e- 
mail when the receiving e-mail is a multi-part structure (figs. 5, 7 10AA, col. 1 1, lines 25-34, 
col. 13, lines 40-57). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combined apparatus of Toyoda and Praitis with the teachings 
of Mori to include the searching of image data fixed code in a multi-part mail structure in order 
to provide a more accurate method of identified error mail since header information are trivial to 
fake or unavailable and image data fixed code is often present in multi-part mail structure (Mori, 
figs. 5, 7). 
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16. As per claim 17, Toyoda, Praitis and Mori taught the invention substantially as claimed in 
claim 16. Mori further taught the controller to search for the predetermined image data fixed 
code in the whole received e-mail when the received e-mail is a single-part structure, and judges 
that the received e-mail when the received e-mail is a single-part structure, and judges that the 
received e-mail is an error mail when the predetermined image data fixed code is detected (fig. 7, 
colli, lines 25-34, col. 13, lines 40-57). 

17. As per claim 18, Toyoda, Praitis and Mori taught the invention substantially as claimed in 
claim 17. Toyoda further taught a printer configured to printer image data, wherein the 
controller, when a error mail is detected, abstracts predetermined information from the e-mail, 
and converts the abstracted predetermined information into image data, and the printer prints the 
converted image data (col.l, lines 43-61, col. 19, lines 24-50, col.20, lines 3-52). 

18. As per claim 19, Toyoda, Praitis and Mori taught the invention substantially as claimed in 
claim 17. Toyoda further taught a printer configured to print image data, wherein the controller, 
when an error mail is detected, abstracts predetermined information from the e-mail, edits the 
abstracted predetermined information, and converts the edited information into image data, and 
the printer prints the converted predetermined image data (col.l, lines 43-61, col. 19, lines 24-50, 
lines 57-61, col.20, lines 3-52). 

19. As per claim 23-26, the method corresponds directly to the image receiving apparatus of 
claims 16-19, and thus these claims are rejected under the same rationale. 
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20. As per claim 27, the apparatus corresponds to the image receiving method of claim 23, 
and thus is rejected under the same rationale. Toyoda, Praitis and Mori taught the invention 
substantially as claimed including an image communication apparatus connected to a server and 
receiving an e-mail, when the received e-mail is an error mail, the e-mail including a header and 
a body, the body including a message, the message including an image data part (Toyoda, figs. 6- 
7, col. 13, lines 20-25), the image communication apparatus comprising: a receiver configured to 
receive an e-mail to which data is attached, via the server; a converter configured to convert the 
attached data into image data (Toyoda, col.l, liens 42-61); a memory configured to store a 
predetermined image data fixed code, an image data fixed code being contained in the image 
data part (Toyoda, col.l, lines 42-61, col.7, lines 52-63; Praitis, abstract, figs. 2-3, 5-7, col.9, 
lines 10-22, 34-51; Mori, figs. 5, 7, 10AA, col.l 1, lines 25-34, col.13, lines 40-57); and a 
controller configured to search for an image data fixed code in the image data part of the 
message of the body of the received eOmail when the predetermined header fixed message is not 
in the header of the received e-mail, and to judge that the received e-mail is an error mail, the 
error mail being related to an e-mail transmitted by the image receiving apparatus, when the 
image data fixed code in the received e-mail matches the predetermined image data fixed code 
stored in the memory (Toyoda, col.6, lines 38-46, 57-61, col.7, lines 52-63; Praitis, abstract, figs. 
2-3, 5-7, col.9, lines 10-22, 34-51; Mori, figs. 5, 7, 10AA, colli, lines 25-34, col.13, lines 40- 
57). 
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21. As per claim 32, the method corresponds directly to the image communication apparatus 
of claim 27, and thus is rejected under the same rationale. 

22. Claims 28-29 and 33-34 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toyoda, Praitis and Mori as applied to claims 27 and 32 above, and further in view of Iwazaki, 
US 6,687,742. 

23. As per claim 28, Toyoda, Praitis and Mori taught the invention substantially as claimed in 
claim 27. Toyoda, Praitis and Mori did not expressly teach the predetermined header fixed 
message comprises [X:mailer:] field. Mori suggested exploration of art and/or provided a reason 
to modify the image receiving apparatus with other header fields (fig.7, col.7, lines 50-62, col.l 1, 
lines 25-34, col. 19, lines 30-35). Iwazaki taught a predetermined header fixed message to 
comprise [X:mailer:] field (fig.5, col.6, lines 28-38, col.7, lines 27-50). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the 
combined apparatus of Toyoda, Praitis, and Mori to include the [X:mailer:] field in header 
parsing feature since it would be preferable to include all identification data needed to determine 
the status of incoming mail. Most users preferred to implement header parsing based upon 
additional list categories, such as the "TO", "FROM", "MESSAGE-ID", "CONTENT-TYPE" e- 
mail headers as well as other headers (Mori, col.7, lines 57-62, col. 13, lines 40-57). 

24. As per claim 29, Toyoda, Praitis and Mori taught the invention substantially as claimed in 
claim 27. Toyoda, Praitis and Mori did not expressly teach the predetermined image data fixed 
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code comprises SUqk. Iwazaki taught the predetermined image data fixed code to comprises 
SUqk (fig. 9). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combined apparatus of Toyoda, Praitis, and Mori to include 
the SUqk fixed code as a type of encoding method to encode the image message. 

25. As per claims 33-34, the method corresponds directly to the image receiving apparatus of 
claims 29-29, and thus are rejected under the same rationale. 

Response to Arguments 

26. Applicant's arguments filed 8/3 1/2005 have been fully considered but they are not 
persuasive. 

27. In the remark, applicant argued that (1) Toyoda does not disclose a header of a received 
e-mail which includes a predetermined character string. (2) RFC 2305 does not disclose judging 
whether or not the received e-mail is an error mail. (3) Toyoda, Praitis or Mori do not contain 
any disclosure regarding a controller which searches for a predetermined image data fixed code 
in the image data part of the e-mail when the received e-mail is a multi-part structure, Toyoda, 
Praitis or Mori do not teach a controller which judges that the received e-mail is an error mail, 
the error mail being related to the e-mail transmitted by the image receiving apparatus, when the 
predetermined image data fixed code is detected. (4) Iwazaki is not available as a reference 
against the pending claims since the present application has an effective filing data of November 
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11, 1999. Applicant declines to file a certified translation of the priority document. (5) The 
combination of references lacking proper motivation. 



28. Examiner traverse the arguments: 

As to points (1) and (2), in response to applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In reMerck& Co., 800F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Toyoda taught to 
judge whether or not the received e-mail is an error mail, the error mail being related to an e-mail 
transmitted by the image receiving apparatus based on a header of the received e-mail (col.6, 
lines 38-46, lines 57-61, col.7, lines 52-63). Toyoda provided a motivation to modify the image 
apparatus with the predetermined character string being related to a sender of the error mail 
(col.6, lines 57-61, col.7, lines 52-63). RFC 2305 disclosed teachings of judging the received e- 
mail based on whether or not a header of the e-mail includes a predetermined character string, 
the predetermined character string being related to a sender of the error mail (Sections 2.2.1, 5.1, 
5.2.1, 5.2.2). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the image receiving apparatus of Toyoda with the teachings of 
RFC 2305 to include the sender judging feature in order to maintain interoperability with Internet 
mail (Section 5.1) since any security to be provide should be part of the Internet security 
infrastructure (Section 5.1). In addition, parsing the sender to determine the mail status would 
also help save resources since unnecessary processing or error or failure mails consume 
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resources and therefore undesirable (Section 5.2.2 paragraphs 1-2). Toyoda and RFC 2305, in 
combination, teach the claimed limitations. 



As to point (3), in response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
re Merck & Co., 800 F.2d 1091, 23 1 USPQ 375 (Fed. Cir. 1986). Toyoda taught a controller 
configured to convert the attached data to image data (col. 1, lines 42-61); and the controller 
further being configured to search for a predetermined information, and to judge that the 
received e-mail is an error mail being related to an e-mail transmitted by the image receiving 
apparatus, the error mail being related to an e-mail transmitted by the image receiving apparatus, 
when the predetermined information is detected (col.6, lines 38-46, 57-61, col.7, lines 52-63). 
Toyoda did not expressly teach for a predetermined image data fixed code in the image data part 
of the e-mail of the body of e-mail and to judge that the received e-mail is an error mail when the 
predetermined image data fixed code is detected. Praitis taught a controller for searching a 
predetermined data code in the data part of the electronic message and to judge that the received 
message is an error message, the electronic message being related to a message request 
transmitted by the receiving apparatus, when the predetermined data code is detected (abstract, 
figs. 2-3, 5-7, col.9, lines 10-22, 34-51; body of the page). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the apparatus of Toyoda 
with the teachings of Praitis to include the searching of data code in an electronic message 
structure in order to provide a more efficient method of identify the related error since the server 
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often create a returned message response having error information in the header and in the body 
of the message (Praitis, col.9, lines 18-22). Toyoda and Praitis did not expressly teach a 
multi/part structure electronic message having a predetermined data fixed code. Mori taught a 
network facsimile apparatus having a receiver configured to receive e-mails and a controller fro 
searching a predetermined image data fixed code [boundary code] in the image data part of the e- 
mail when the receiving e-mail is a multi-part structure (figs. 5, 7 10AA, col.l 1, lines 25-34, 
col. 13, lines 40-57). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combined apparatus of Toyoda and Praitis with the teachings 
of Mori to include the searching of image data fixed code in a multi-part mail structure in order 
to provide a more accurate method of identified error mail since header information are trivial to 
fake or unavailable and image data fixed code is often present in multi-part mail structure (Mori, 
figs. 5, 7). Toyoda, Praitis and Mori, in combination, teach the claimed limitations. 

As to point (4), as stated in previous office action and also in paragraphs 3-4, the effective filing 
date for the subject matter defined in the pending claims which has support in parent JP 1 1- 
32141 1 in this application is 1 1/1 1/1999. Any new subject mater defined in the claims not 
previously disclosed in parent JP 1 1-32141 1, is entitled to the effective filing date of 
07/18/2000. Should applicant desire to obtain the benefit of foreign priority under 35 U.S.C. 1 
19(a)-(d) prior to declaration of an interference, a translation of the foreign application should be 
submitted under 37 CFR 1.55. Applicant cannot rely upon the foreign priority papers to 
overcome this rejection because a translation of said papers has not been made of record in 
accordance with 37 CFR 1 .55. See MPEP § 201. 15. Since the applicant decline to provide 
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translation of the foreign priority paper as evidence in proving support of subject matter claimed 
in foreign application, the subject matter claimed in this application is only entitled to the 
effective filing date of 7/18/2000 until proven. Therefore, Iwazaki is a valid reference. 

As to point (5), in response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, motivations from the references were provided by the examiner and can also 
be found in the references, further, some motivations are knowledge generally available to one of 
ordinary skill in the art. 

Conclusion 

29. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

30. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenny Lin whose telephone number is (571) 272-3968. The 
examiner can normally be reached on 8 AM to 5 PM Tue.-Fri. and every other Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



ksl 

November 23, 2005 




